Search Strategy for U.S. Patents
1. Brainstorm keywords related to the purpose, use and composition of the invention.

2. Use Google Patents to search your keywords; gather preliminary U.S. Classifications by
reviewing the claims and drawings retrieved for relevancy and by viewing the
classification definitions, which are linked; also examine patents under the sections:
“Citations” and “Referenced By” for relevancy. (Warning: Google does not have the
most recent patents and applications, at least 12 months behind.)

3. Search the “Issued Patents” and the “Published Applications” databases at the USPTO
using the U.S. Classifications you found. Review the claims and drawings for relevancy.
Check all references and note the U.S. Classifications and “Field of Search” areas for
additional class/subclasses to search.

4. For international patents and patent families use esp@cenet (or Scirus) and the
International Classification. You can use relevant U.S. patents as a starting place.

5. Online Patent Information Tour

Patent search engines

e Google Patents (US only, search full-text, patent applications, not as current as USPTO)
http://www.google.com/patents
Google Patent Search Tips: http://www.google.com/googlepatents/about.html#fadv

e USPTO Patent Full-Text and Full-Page Image Databases (US only, patent applications)
http://www.uspto.gov/patft/index.html

e esp@cenet (International patents and patent families)
http://ep.espacenet.com/

e Scirus (International patents and the science literature)
http://www.scirus.com/

e Patent Pal - Patent Browser Toolbar
http://www.thepatentpal.com/

e More search tools can be found on Feldberg’s Patents Web page
http://www.dartmouth.edu/~feldberg/engineering/patents.php
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What Is a Patent?*

A patent for an invention is the grant of a property right to the inventor, issued by the United
States Patent and Trademark Office. Generally, the term of a new patent is 20 years from the
date on which the application for the patent was filed in the United States or, in special cases,
from the date an earlier related application was filed. United States patent grants are effective
only in the United States, U.S. territories, and U.S. possessions. Under certain circumstances,
patent term extensions or adjustments may be available.

The right conferred by the patent grant is, “the right to exclude others from making, using,
offering for sale, or selling” the invention in the United States or “importing” the invention
into the United States. What is granted is not the right to make, use, offer for sale, sell or
import, but the right to exclude others from making, using, offering for sale, selling or importing
the invention. Once a patent is issued, the patentee must enforce the patent without aid of
the USPTO.

There are three types of patents:

1. Utility patents may be granted to anyone who invents or discovers any new and useful
process, machine, article of manufacture, or composition of matter, or any new and
useful improvement thereof.

2. Design patents may be granted to anyone who invents a new, original, and ornamental
design for an article of manufacture.

3. Plant patents may be granted to anyone who invents or discovers and asexually
reproduces any distinct and new variety of plant.

What Can Be Patented*

In the language of the statute, any person who “invents or discovers any new and useful
process, machine, manufacture, or composition of matter, or any new and useful
improvement thereof, may obtain a patent,” subject to the conditions and requirements of the
law. The word “process” is defined by law as a process, act or method, and primarily includes
industrial or technical processes. The term “machine” used in the statute needs no explanation.
The term “manufacture” refers to articles that are made, and includes all manufactured articles.
The term “composition of matter” relates to chemical compositions and may include mixtures of
ingredients as well as new chemical compounds. These classes of subject matter taken together
include practically everything that is made by man and the processes for making the products.

The Atomic Energy Act of 1954 excludes the patenting of inventions useful solely in the

utilization of special nuclear material or atomic energy in an atomic weapon 42 U.S.C. 2181

(a).
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The patent law specifies that the subject matter must be “useful.” The term “useful” in this
connection refers to the condition that the subject matter has a useful purpose and also
includes operativeness, that is, a machine which will not operate to perform the intended
purpose would not be called useful, and therefore would not be granted a patent.

The laws of nature, physical phenomena, and abstract ideas are not patentable subject
matter.

A patent cannot be obtained upon a mere idea or suggestion. The patent is granted upon the
new machine, manufacture, etc., as has been said, and not upon the idea or suggestion of the
new machine. A complete description of the actual machine or other subject matter for which a
patent is sought is required.

Novelty And Non-Obviousness, Conditions For Obtaining A Patent*

In order for an invention to be patentable it must be new as defined in the patent law, which
provides that an invention cannot be patented if: “(a) the invention was known or used by
others in this country, or patented or described in a printed publication in this or a foreign
country, before the invention thereof by the applicant for patent,” or “(b) the invention was
patented or described in a printed publication in this or a foreign country or in public use or on
sale in this country more than one year prior to the application for patent in the United States”

If the invention has been described in a printed publication anywhere in the world, or if it was
known or used by others in this country before the date that the applicant made his/her
invention, a patent cannot be obtained. If the invention has been described in a printed
publication anywhere, or has been in public use or on sale in this country more than one year
before the date on which an application for patent is filed in this country, a patent cannot be
obtained. In this connection it is immaterial when the invention was made, or whether the
printed publication or public use was by the inventor himself/herself or by someone else. If the
inventor describes the invention in a printed publication or uses the invention publicly, or
places it on sale, he/she must apply for a patent before one year has gone by, otherwise any
right to a patent will be lost. The inventor must file on the date of public use or disclosure,
however, in order to preserve patent rights in many foreign countries.

Even if the subject matter sought to be patented is not exactly shown by the prior art, and
involves one or more differences over the most nearly similar thing already known, a patent
may still be refused if the differences would be obvious. The subject matter sought to be
patented must be sufficiently different from what has been used or described before that it may
be said to be non-obvious to a person having ordinary skill in the area of technology related to
the invention. For example, the substitution of one color for another, or changes in size, are
ordinarily not patentable.
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Claims*

The specification must conclude with claim(s) particularly pointing out and distinctly claiming
the subject matter that the applicant regards as the invention. The portion of the application in
which the applicant sets forth the claim(s) is an important part of the application, as it is the
claims that define the scope of the protection afforded by the patent and which questions of
infringement are judged by the courts.

Provisional Application for a Patent*

Since June 8, 1995, the USPTO has offered inventors the option of filing a provisional application
for patent which was designed to provide a lower cost first patent filing in the United States and
to give U.S. applicants parity with foreign applicants. Claims and oath or declaration are NOT
required for a provisional application. Provisional application provides the means to establish
an early effective filing date in a patent application and permits the term “Patent Pending” to
be applied in connection with the invention. Provisional applications may not be filed for design
inventions.

The filing date of a provisional application is the date on which a written description of the
invention, and drawings if necessary, are received in the USPTO. To be complete, a provisional
application must also include the filing fee, and a cover sheet specifying that the application is a
provisional application for patent. The applicant would then have up to 12 months to file a non-
provisional application for patent.

Provisional applications are NOT examined on their merits. A provisional application will
become abandoned by the operation of law 12 months from its filing date. The 12-month
pendency for a provisional application is not counted toward the 20-year term of a patent
granted on a subsequently filed non-provisional application which claims benefit of the filing
date of the provisional application.

What Is a Trademark or Servicemark?*

A trademark is a word, name, symbol, or device that is used in trade with goods to indicate the
source of the goods and to distinguish them from the goods of others. A servicemark is the same
as a trademark except that it identifies and distinguishes the source of a service rather than a
product. The terms “trademark” and “mark” are commonly used to refer to both trademarks
and servicemarks.

Trademark rights may be used to prevent others from using a confusingly similar mark, but not
to prevent others from making the same goods or from selling the same goods or services under
a clearly different mark. Trademarks which are used in interstate or foreign commerce may be
registered with the USPTO.
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What Is a Copyright?*

Copyright is a form of protection provided to the authors of “original works of authorship”
including literary, dramatic, musical, artistic, and certain other intellectual works, both
published and unpublished. The 1976 Copyright Act generally gives the owner of copyright the
exclusive right to reproduce the copyrighted work, to prepare derivative works, to distribute
copies of the copyrighted work, to perform the copyrighted work publicly, or to display the
copyrighted work publicly.

The copyright protects the form of expression rather than the subject matter of the writing. For
example, a description of a machine could be copyrighted, but this would only prevent others
from copying the description; it would not prevent others from writing a description of their own
or from making and using the machine. Copyrights are registered by the Copyright Office of the
Library of Congress.

*Abridged from General Information Concerning Patents
http://www.uspto.gov/web/offices/pac/doc/general/index.html

Resources

How to Read a Patent, http://library.queensu.ca/webeng/How to Read a Patent.pdf

“Patent searches as a complement to literature searches in the life sciences - a 'how-to'
tutorial”, Nature Protocols 2, 2418 - 2428 (2007), http://dx.doi.org/10.1038/nprot.2007.355

Patent searching: tools & techniques / [edited by] David Hunt, Long Nguyen, Matthew Rodgers.
Wiley, 2007, Feldberg T210 .H86 2007

Dartmouth's Technology Transfer Office, http://www.dartmouth.edu/~tto/index.html

Inventor Resources Web, http://www.uspto.gov/web/offices/com/iip/

Examiner Handbook to the U.S. Patent Classification System
http://www.uspto.gov/web/offices/pac/dapp/sir/co/examhbk/index.html

“The U.S. Patent Classification system provides for the storage and retrieval of every patent
document that a patent examiner needs to review when examining patent applications.
Therefore, in the aggregate, the system must be exhaustive of all patentable subject matter
under patent laws.”

Inventor’s Handbook, http://web.mit.edu/invent/h-main.html
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“Patentability search strategies and the reformed IPC: A patent
office perspective”, P. Foglia, World Patent Information 29 (2007) 33-53

“Read patents, not just papers”, Nature Materials 1, 199 - 201 (2002),
http://dx.doi.org/10.1038/nmat745

Valuation of Patents

Rembrandts in the attic: unlocking the hidden value of patents / Kevin G. Rivette, David Kline.
Feldberg T211 .R58 2000

“Valuable patents”, Allison IR, Lemley MA, Moore KA, Trunkey RD; GEORGETOWN LAW
JOURNAL, 92(3), p435-479, 2004

“Valuable Patents Redux”, Allison, John R; Sager, Thomas W.; Texas Law Review, 85(7), p1769-
1797, Jun2007

“Valuing patents and licenses from a business strategy perspective — Extending valuation
considerations using the case of nanotechnology”, World Patent Information, Volume 30, Issue
2, June 2008, Pages 106-114

“Rating and Valuation of IPRs”, Reinhardt, Dieter; Licensing Journal; Apr2008, Vol. 28 Issue 4,
p5-16.

“How to Capture Value from Innovation: SHAPING INTELLECTUAL PROPERTY AND INDUSTRY
ARCHITECTURE”, Pisano, Gary P., Teece, David J.; California Management Review; Fall2007, Vol.
50 Issue 1, p278-296

Search: SU patents and Tl valu* in Business Source Complete for more articles
http://search.ebscohost.com/login.aspx?direct=true&db=bth&bquery=(SU+patents+and+Tl+val
u*)&type=1&site=ehost-live
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